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DETAILED ACTION 



Preliminary Amendment 

1 . The preliminary amendment filed on 07/30/03 has been acknowledged. 

Claim Objections 

2. Claim 1 is objected to because of the following informalities: 

In lines 2-3, "the or each printer" should be changed to "the printer or each 
printer", as "the" refers to the printer 

In line 4, "the or each computer" should be changed to "the computer or 
each computer", as "the" refers to the computer. 

In line 8, "the or each print job" should be changed to "the print job or each 
print job", as "the" refers to the printer 

In line 9, "the or each print job" should be changed to "the print job or each 
print job", as "the" refers to the printer 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, nnachine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

4. Claim 14 is rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter as follows. 
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Claims 10-22 recite "a data carrier" which does not impart functionality to a 
computer or computing device, and is thus considered nonfunctional descriptive 
material. Such nonfunctional descriptive material, in the absence of a functional 
interrelationship with a computer, does not constitute a statutory process, machine, 
manufacture or composition of matter and is thus non-statutory per se. While "functional 
descriptive material" may be claimed as a statutory product (i.e., a "manufacture") when 
embodied on a tangible computer readable medium. 



Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1-2, 5-8 and 12-14 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Anderson et al. (US Patent Number 6,646,758 B1 ). 



(1 ) regarding claim 1 : 

As shown in figures 1-7, Anderson et al. disclose a method of printing a print job 
in a computer-based printer system (22, 26. figure 1), the system comprising at least 
one printer and at least one computer connected to said printer(s) (22, 26, figure 1 ; 
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column 3, lines 55-60), wherein the or each printer has a plurality of different printing 
configurations at least one of which is manually configurable (column 5, lines 25-34) 
and the or each computer is capable of generating at least one print job (column 4, lines 
6-14), said print job(s) having corresponding printing requirements (column 4, lines 8- 
13), each printing configuration being capable of satisfying one or more printing 
requirements (column 4, lines 17-21), the method comprising the steps of using the 
printing system to: 

i) create one or more print jobs (column 4, lines 1-5); 

ii) determine whether or not the or each print job can be printed using said 
printer(s) by comparing the printing requirements of the or each print job and the current 
printing configurations of the printer(s) (column 8, lines 54-67); 

iii) when one or more of the print jobs cannot be printed using said printer(s) on 
the basis of said current printing configuration (column 9, lines 1-5), determining at least 
one reconfiguration of the printer configuration(s) that would be capable of satisfying the 
printing requirement(s) of said print job(s) (column 9, lines 11-16); and 

iv) performing such a reconfiguration of the printer configuration or providing 
information to enable such a reconfiguration to be carried out by another (column 9, 
lines 17-23). 

(2) regarding claim 2: 

Anderson et al. further disclose, a method as claimed in claim 1 , wherein step iv) 
comprises determining when said reconfiguration would require manual reconfiguration 
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of said printer(s) by a user of the printing system (column 9, lines 17-23), and if so using 
the printing system to generate and present to said user instructions for manually 
reconfiguring said printer(s) prior to printing of the print job(s) by the printing system 
(column 9. lines 24-29). 

(3) regarding claim 5: 

Anderson et al. further disclose, a method as claimed in claim 1 , in which there 
are a plurality of different preferred reconfigurations which would involve both manual 
configuration by the user and automatic configuration by the printing system (column 5, 
lines 25-34). 

(4) regarding claim 6: 

Anderson et al. further disclose, a method as claimed in claim 1, in which there 
are a plurality of different preferred reconfigurations (column 5, lines 25-34), and prior to 
step iv) these preferred configurations are presented to user of the printing system so 
that the user can select a particular reconfiguration (column 9, lines 17-20), for which 
reconfiguration instructions are then presented in step iv) (column 9, lines 18-23). 

(5) regarding claim 7: 

Anderson et al. further disclose, a method as claimed in claim 2, in which a 
computer includes a user display (46, figure 2), and said presentation of instructions 
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includes the display of reconfiguration instructions on the user display (column 4, lines 
63-67; column 5, line 1). 

(6) regarding claim 8: 

Anderson et al. further disclose, a method as claimed in claim 2, in which said 
presentation of instructions includes the printing of reconfiguration instructions on a 
printer (column 8, lines 61-64). 

(7) regarding claim 12: 

Anderson et al. further disclose, a computer-based printing system, the printing 
system comprising at least one printer and at least one computer connected to said 
printer(s) (22, 26, figure 1 ; column 3, lines 55-60), the or each printer having a plurality 
of different printing configurations at least one of which is manually configurable 
(column 5, lines 25-34) and the or each computer being capable of generating at least 
one print job (column 4, lines 6-14), said print job(s) having corresponding printing 
requirements (column 4, lines 8-13), each printing configuration being capable of 
satisfying one or more printing requirements (column 4, lines 17-21), wherein the 
printing system is arranged to: determine whether or not each print job can be printed 
using said printer(s) by comparing the printing requirements of the or each print job and 
the current printing configurations of the printer(s) (column 8. lines 54-67); and 

when one or more of the print jobs cannot be printed using said printer(s) on the 
basis of said current printing configuration (column 9, lines 1-5). to determine at least 
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one reconfiguration of the printer configuration(s) that would be capable of satisfying the 
printing requirement(s) of said print job(s) (column 9, lines 11-16); and 

when said reconfiguration would require manual reconfiguration of said printer(s) 
by a user of the printing system (column 9, lines 17-23), then use the printing system to 
generate and present to said user instructions for manually reconfiguring said printer(s) 
prior to printing of the print job(s) by the printing system (column 9, lines 24-29). 

(8) regarding claim 13: 

Anderson et al. further disclose, a computer system programmed for providing 
print job information to printers connected to the computer system by a computer 
network (column 3, lines 55-60), wherein one or more processors of the computer 
system are programmed to: 

create a print job (column 4, lines 1-5); 

determine whether or not the print job can be printed using one or more printers 
in communication with the computer system by comparing the printing requirements of 
the print job and the current printing configurations of the one or more printers (column 
8, lines 54-67); 

when the print job cannot be printed using the one or more printers in their 
current printing configuration (column 9, lines 1-5), determine at least one 
reconfiguration of the one or more printers that would be capable of satisfying the 
printing requirements of said print job (column 9, lines 11-16); and 
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perform such a recx)nfiguration of the one or more printers or providing 
information to enable such a reconfiguration to be carried out by another (column 9, 
lines 17-23). 

(9) regarding claim 14: 

Anderson et al. further disclose, a data carrier having thereon a computer 
program containing code adapted to program one or more processors of a computer 
system to: 

obtain current printing configurations of one or more printers in communication 
with the computer system (column 4, lines 2-12); 

determine whether or not a print job can be printed using such one or more 
printers by comparing the printing requirements of the print job and the current printing 
configuration of the one or more printers (column 8, lines 54-67); 

when the print job cannot be printed using the one or more printers in their 
current printing configuration (column 9, lines 1-5), determine at least one 
reconfiguration of the one or more printers that would be capable of satisfying the 
printing requirements of the print job (column 9, lines 11-16); and 

perform such a reconfiguration of the one or more printers or providing 
information to enable such a reconfiguration to be carried out by another (column 9, 
lines 17-23). 



Claim Rejections - 35 USC § 103 
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7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 3-4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anderson et al. (US Patent Number 6,646,758 B1) in view of Robinson et al. (US Patent 
Number 5.850.584). 

(1) regarding claim 3: 

Anderson et al. disclose all of the subject matter as described above except for 
teaching: v) calculating an economic cost for effecting each of a plurality of possible 
reconfigurations for which the printer configuration(s) would be capable of satisfying the 
printing requirements(s) of said print job(s); and vi) selecting according to the calculated 
economic costs one or more preferred reconfigurations of said printer(s) for which 
reconfiguration instructions will be presented to said user. 

However, Robinson et al. teach: v) calculating an economic cost for effecting 
each of a plurality of possible reconfigurations for which the printer configuration(s) 
would be capable of satisfying the printing requirements(s) of said print job(s) (column 
6, lines 31-40); and vi) selecting according to the calculated economic costs one or 
more preferred reconfigurations of said printer(s) for which reconfiguration instructions 
will be presented to said user (column 7, lines 26-34). 
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Therefore, it would have been obvious to one of ordinary sl<illed in the art at the 
time the invention was made to include the method as taught Robinson et al., in which 
v) calculating an economic cost for effecting each of a plurality of possible 
reconfigurations for which the printer configuration(s) would be capable of satisfying the 
printing requirements(s) of said print job(s); and vi) selecting according to the calculated 
economic costs one or more preferred reconfigurations of said printer(s) for which 
reconfiguration instructions will be presented to said user, into the method of Anderson 
et al. because such feature is efficient. 

(2) regarding claim 4: 

Anderson et al. disclose all of the subject matter as described above except for 
teaching in which there are a plurality of preferred reconfigurations, and the 
reconfiguration Information presented to said user includes the corresponding economic 
cost for each preferred configuration. 

However, Robinson et al. teach in which there are a plurality of preferred 
reconfigurations (column 6, lines 35-37), and the reconfiguration information presented 
to said user includes the corresponding economic cost for each preferred configuration 
(column 7, lines 26-34). 

Therefore, it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to include the method as taught by Robinson et al.. in 
which there are a plurality of preferred reconfigurations, and the reconfiguration 
information presented to said user includes the corresponding economic cost for each 
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preferred configuration, into the method of Anderson et al. because such feature is 
effective and reliable as it utilizes cost verses print configuration. 

(3) regarding claim 9: 

Anderson et al. disclose in which a computer includes a user display (column 4, 
lines 63-67; column 5, line 1). 

Anderson et al. disclose all of the subject matter as described above except for 
teaching in which said presentation of instructions includes a message displayed on the 
user display informing the user that reconfiguration instructions are to be printed on said 
printer. 

However, Robinson et al. teach in which said presentation of instmctions 
includes a message displayed on the user display informing the user that 
reconfiguration instructions are to be printed on said printer (column 6, lines 27-31 ; lines 
35-40). 

Therefore, it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to include the method as taught by Robinson et al., in 
which said presentation of instructions includes a message displayed on the user 
display informing the user that reconfiguration instmctions are to be printed on said 
printer, into the method of Anderson et al. because such feature provides user flexibility 
in order to control the printer. 
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9. Claims 10-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Anderson et al. (US Patent Number 6.646,758 B1) in view of Perry (US Publication 
Number 2003/0133146 Al). 

(1) regarding claim 10: 

Anderson et al. disclose all of the subject matter as described above except for 
teaching in which after reconfiguration of the printer(s), the print job is assigned to more 
than one printer, and the printing system presents to a user of the printing system 
instructions for any or all of locating, assembling, collating, binding, or otherwise 
combining material printed from the printers. 

However, Perry teaches in which after reconfiguration of the printer(s), the print 
job is assigned to more than one printer (paragraph 6, lines 3-10), and the printing 
system presents to a user of the printing system instructions for any or all of locating, 
assembling, collating, binding, or otherwise combining material printed from the printers 
(paragraph 31 , lines 1-11). 

Therefore, it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to include the method as taught by Perry, in which after 
reconfiguration of the printer(s), the print job is assigned to more than one printer, and 
the printing system presents to a user of the printing system instructions for any or all of 
locating, assembling, collating, binding, or othenA^ise combining material printed from 
the printers, into the method of Anderson et al. because such feature enhances broader 
network bandwidth when print job in assigned to more than one printer. 
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(2) regarding claim 11: 

Anderson et al. disclose all of the subject matter as described above except for 
teaching in which the print job has a plurality of different parts, each part having different 
printing requirements, and the print job is split according to those different requirements. 

However, Perry teaches wherein the print job has a plurality of different parts 
(paragraph 42, lines 1-6), each part having different printing requirements (paragraph 
42, lines 7-14), and the print job is split according to those different requirements 
(paragraph 47, lines 1-7). 

Therefor, it would have been obvious to one of ordinary skilled in the art at the 
time the invention was made to include the method as taught by Penry, in which the print 
job has a plurality of different parts, each part having different printing requirements, 
and the print job is split according to those different requirements, into the method of 
Anderson et al. because such feature is efficient and fast enough in order not to slow 
the printer performance. 

Conclusion 

10. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Lin et al. (US Patent Number 6,757,070 B1 ) disclose a universal print driver that 
prints to a variety of output devices at the server in a client/server printing environment. 



« 
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Zingher (US Patent Nunnber 5.813,348) discloses a print job allocation system 
interlinks customers of a plurality of printing plants located throughout the world. 

1 1 . Any inquiry concerning this communication or earlier communication from the 
examiner should be directed to Hilina Kassa whose telephone number is (571) 270- 
1676. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Twyler Lamb could be reached at (571) 272- 7406. 
Any response to this action should be mailed to: 
Commissioner of Patent and Trademarks 
Washington, D.C. 20231 
Or faxed to: 

(703) 872-9314 (for Technology Center 2600 only) 

Hand-delivered responses should be brought to Crystal Park II, 2121 Crystal 
Drive, Arlington, VA, Sixth Floor (Receptionist). 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Technology Center 2600 Customer Service Office 
whose telephone number is (703) 306-0377. 



Hilina Kassa 
May 25, 2007 

SUPERVISORY PATENT EXAMINER 





